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This is a decision on appeal fromthe fina
rejection of clainms 1 through 20, all of the clains in the
appl i cation.

The invention pertains to a signal processing filter
and is exenplified by representative independent claiml
reproduced as foll ows:

1. Afilter, said filter conprising:

nmeans for receiving a tinme series x;, of power
realizations, i =1, 2,..., N

nmeans for selecting an order z of said filter, said
z a real nunber not equal to 0, 1, or -1; and

means for determning a, wherein a, i s proportional
to:

No references are cited agai nst the cl ains.
Clainms 1 through 20 stand rejected under 35 U. S. C

112, second paragraph, as being indefinite.
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Reference is made to the brief and answer for the
respective details of the positions of appellant and the
exam ner.

OPI NI ON

The exam ner contends that it is unclear as to
whet her or not the "neans for receiving a tine series x;, of
power realizations” is nerely a line that carries x, or
whet her it includes neans to generate x, [answer-page 2].
Further, the exam ner contends that the "nmeans for selecting
an order z of said filter" is indefinite because the
speci fication discloses no apparatus for performng this
function [answer-page 2].

Wth regard to the requirenent of the second
paragraph of 35 U S.C. 8 112, the definiteness of claim
| anguage i s anal yzed, not in a vacuum but in [ight of the
teachings of the prior art and of the particular application
di scl osure as it would be interpreted by one possessing the

ordinary level of skill in the pertinent art. See In re

Moore, 439 F.2d 1232, , 169 USPQ 236, (CCPA 1971).
Wth regard to the neans for receiving a tinme series

of power realizations, it is clear to us, frompage 5 of the
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specification, i.e., "Spectrum analyzer 16 produces for each
frequency bin of interest a series of signals x;,, 1 [sic,
i]=1,2,...,N corresponding to signal power at the frequency of
the bin...at the tine each x, was sanpled,” and from Figure 1,
wherein the signals fromelenent 16 are shown being input to
el enents 18 and 20, that this "neans” conprises el enents 18
and/ or 20 since elenments 18 and 20 receive the tine series of
power realizations fromel enent 16.

If the exam ner is seeking nore recitations in the
claims regarding specific structure, this would appear to be a
matter of breadth rather than indefiniteness. The two should

not be confused. Inre Mller, 441 F.2d 689, , 169 USPQ

597, (CCPA 1971).

Wth regard to the "nmeans for selecting the order z
of said filter," the examner has a point, at least with
regard to the apparatus clains reciting "means plus function,"
in the sense that there appears, at first glance, to be no
di scl osed supporting structure for the "neans for selecting.”

Wil e the sixth paragraph of 35 U.S.C. 112 sanctions
the use of "nmeans plus function"” |anguage, the specification

must still have an adequate disclosure as to what is neant by
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that |anguage. |If an applicant fails to set forth an adequate
di scl osure, the applicant has in effect failed to particularly
poi nt out and distinctly claimthe invention as required by

the second paragraph of 35 U S.C. 112. |n re Donal dson, 16

F.3d 1189, 1195, 29 USPQ2d 1845, 1850 (Fed. Gr. 1994). Also

see In re Dossel, 115 F.3d 942, , 42 USPQ2d 1881, (Fed.

Cr. 1997). However, in the instant case, in view of
the state of the filter art, we find that the artisan would
have understood the filter 20 of the instant invention to be a
computer for running the clained algorithmand that it then
becones clear that the "neans for selecting an order z of said
filter” would be any neans for inputting that value into the
conput er.

Wil e we have found for appellant in this case, we
note, in passing, that we find appellant's argunents to have
been unpersuasive in reaching our decision. Appellant alleges
that the exam ner apparently believes "that clains and draw ng
figures nust, necessarily, be co-extensive in scope" [brief-
page 5]. However, we do not understand the exam ner to have
been asserting such. Rather, the exam ner was nerely

guestioning the netes and bounds of the clainmed invention in
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terms of the neaning of the clainmed "neans for receiving..."
We nmerely hold that the exam ner's challenge to the
definiteness of the clainms in this regard is unreasonable in
view of the instant disclosure.

Wth regard to the clainmed "neans for

selecting....,"” again, while we find for appellant because we
hold that the filter is actually a conputer for performng the
recited algorithm and therefore, the "nmeans for selecting...”
Is an input nmeans for inputting the data into the conputer,
appel l ant's argunent, per se, that in order to sustain the
exam ner's rejection, we would need to conclude that the

arti san does not know how to vary a paraneter of a filter and
that this "strains belief,"” [brief-page 6] is unpersuasive.
After all, the examiner's rejection was not based on the

enabl enment cl ause of 35 U.S.C. 112, first paragraph, but,

rat her, on the second paragraph of 35 U S.C. 112.

Accordingly, all that was required of appellant to overcone
the rejection was to point to the section of the disclosure
identifying the clainmed "neans for selecting.”

The exam ner's rejection of clains 1 through 20

under 35 U. S.C. 112, second paragraph, is reversed.
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REVERSED

ERRCL A. KRASS
Adm ni strative Patent Judge
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